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atent infringement cases are filed all

over the country and yet, invariably,

parties seek to have cases transferred
to other districts for a variety of reasons.
The principle statute under which transfer
is typically sought in patent cases is 28
U.S.C. §1404(a). Section 1404(a) allows a
district court to transfer a case to any other
district where the lawsuit could initially
have been brought for the convenience of
the parties and witnesses.

Once it is established that the proposed
transferee forum is one in which the action
could originally have been brought, courts
consider numerous private and public
interest factors in deciding a transfer
motion, including: (1) the convenience of
the parties and the witnesses; (2) the loca-
tion where the alleged events took place
(i.e., the “center of gravity” of the case); (3)
the relative ease of access to the sources of
proof; (4) the plaintiff’s choice of forum;
(5) the pendency of related litigation in the
transferee forum; (6) the relative conges-
tion in the two courts; (7) the public inter-
est in the local adjudication of local
controversies; and (8) the relative familiar-
ity of the courts with the applicable law.!
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This article briefly examines these factors
and how some courts have treated them.
The Convenience of the Parties and

Witnesses. Courts have expressed various
opinions on the nature and weight of this
factor. For example, while the convenience
of the parties and witnesses remains a sig-
nificant factor in §1404(a) analysis, some
courts have observed that it is the conve-
nience of non-party witnesses (such as
inventors, former employees and prosecut-
ing attorneys) that predominates the
analysis.? Indeed, because the attendance
at trial of party witnesses may often be com-
pelled, some courts have accorded lesser
consideration to the convenience of party
witnesses.? Similarly, when the inconve-
niences of alternative venues are compara-
ble, or when transfer would simply shift the
inconvenience from one party to the other,
some courts will not disturb the plaintiff’s
choice of forum.* Still other courts have
held that parties may not rest on bare alle-
gations of inconvenience but require par-
ties to specifically identify key witnesses
for whom litigation in the chosen forum
would be inconvenient and to outline the
substance of their anticipated testimony.?
This task may be complicated when the
movant cannot show that the testimony of
former employees (who may not be subject
to compulsory process) would not be cumu-
lative of current employees’ testimony.®
Along the same lines, the supposed conve-
nience of the parties may not necessarily
favor transfer when the movant will be
required to travel whether the action is
transferred or not.”

In addition, courts may be less per-
suaded by the argument that transfer would
be more convenient for witnesses whose
testimony may be presented by videotaped
deposition.? On the other hand, other courts
(recognizing the preference for live testi-
mony at trial), view the availability of com-
pulsory process over key witnesses as a
factor more important than the alleged
inconvenience of the chosen forum for other
witnesses.? Finally, while some courts con-
sider the relative convenience of counsel
for the parties, other courts deem such con-
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siderations irrelevant in ruling on a motion
to transfer venue.1?

The Location of Alleged Events. Several
courts have observed that a patent infringe-

ment action should proceed where the case
has its “center of gravity.”!! This involves
consideration of both where the conception
and reduction to practice of the patented
inventions took place and where the major-
ity of infringing activities is occurring.!?
Indeed, some courts have observed that the
preferred center of gravity is where the
locus of accused activity is located and that
a plaintiff’s choice of forum is entitled to
lesser weight when the operative facts giv-
ing rise to the lawsuit occurred outside that
forum.!? Other courts, however, have ques-
tioned the vitality of the “center of gravity”
concept in patent infringement cases,
observing that “the material events of a
patent infringement case do not revolve
around any particular situs.”!*

The Location of Relevant Documents.

Parties may also argue that transfer may be
more or less appropriate depending upon
the location of relevant documents and
other sources of proof. Some courts, how-
ever, have observed that the accessibility
and location of the sources of proof are anti-
quated factors of lesser significance nowa-
days due to the ease of storage,
communication, copying and transportation
of documents and information.!> On the
other hand, as noted above, the availability
of compulsory process over key witnesses
continues to be an important factor that
might weigh against transfer.!°

The Plaintiff’s

Different courts have viewed the plaintiff’s

Choice of Forum.

choice of forum differently. On the one
hand, some courts hold that a plaintiff’s
choice of forum is entitled to substantial
deference and should not be lightly dis-
turbed.'” Other courts have found that a
plaintiff’s choice of forum has even more
weight when the plaintiff files suit in its
“home forum.”!8 Other courts, however,
have observed that the plaintiff’s choice of
forum is no longer a dominant factor and
has diminished in significance since the
enactment of §1404(a).1° Still other courts
have noted that a plaintiff’s choice of forum
may be entitled to lesser weight when it is
the result of forum-shopping, or when the
majority of allegedly infringing conduct
occurred outside the chosen forum.20 Thus,
consideration of this factor is often inter-
twined with the “center of gravity” factor.



The Pendency of Related Litigation. The
pendency of related litigation in another

district is a factor that can weigh in favor of
transfer.?! The weight of this factor typically
depends upon the similarity between the
two actions in terms of the claims, parties,
and technology involved.?? When the
degree of similarity in technology and
claims is high, for example, some courts
have reasoned that transfer would conserve
judicial resources because then only one
judge has to “be educated on the technol-
ogy in general and the particular patents-
in-suit.”?3

The Public Interest Factors. The so-
called public interest factors involve a vari-

ety of considerations. For example, some
courts acknowledge that a district court has
a strong interest in adjudicating actions
between litigants incorporated within that
district.?* Other courts may consider the
feasibility or desirability of consolidation of
the transferred action with another action
as part of its transfer analysis.?> Further, all
federal courts are presumed to be equally
familiar with patent law, so a court’s famil-
iarity with patent law may not appear to be
a factor that would affect transfer analy-
sis.20 Nevertheless, some courts may have
more experience with patent infringement
actions than other courts, which has
affected the transfer analysis.?” In addition,
the relative congestion in the two courts
may be considered. For instance, some
courts may be less congested than other
courts and, as a result, cases may reach
trial more quickly in some courts than oth-
ers, which can be a factor supporting trans-
fer to that district.

In sum, the balance of private and pub-
lic interest factors is fact-specific and
involves the consideration of many, interre-
lated factors. While their outcome may be
difficult to predict, motions to transfer
venue continue to play a part in patent

infringement actions.
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